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Before Cissel, Hohein and Walters, Adm nistrative TrademarKk
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

An application has been filed by Jalil Tehranchi and

Kanbi z Tehranchi® to register the mark "G3" for "bread, breakfast

' Throughout this opinion, the above individuals will be collectively
referred to in the singular as "applicant".
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cereal s, granol a-based snack bars, nmuffins, cookies, wheat-based
snack foods in bar form [and] crackers".?

Regi strati on has been opposed by CSC Brands, Inc. on
the ground that, since prior to the filing date of applicant’s
application, opposer and its predecessors in interest have
continuously used the mark "V8" for beverages, nanely, "vegetable
juices"; that opposer is the owner of a registration for the mark

"V8," in the formreproduced bel ow,
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for "vegetable juices";” and that applicant’s mark, when used in
connection wth its goods, so resenbles opposer’s mark as to be
i kely to cause confusion, m stake or deception.

Applicant, in its answer, has admtted that it has not
used its mark prior to the filing date of its application, but

has otherwi se denied the salient allegations of the opposition.*

? Ser. No. 75/027,430, filed on Decenber 4, 1995, which alleges a bona
fide intention to use the mark in comerce.

° Reg. No. 507,653, issued on March 15, 1949, which sets forth dates of
first use of July 17, 1937; second renewal .

“ Wile applicant additionally asserted, as affirmative defenses, that
the opposition is barred by the doctrines of "laches,’ "estoppel,"
"acqui escence" and "uncl ean hands" and that opposer "is inproperly
attenpting to exclude others fromusing marks for goods and/or
services that are not closely related to the goods that Cpposer

mar kets and sells,"” such defenses not only have not been properly

pl eaded, in that the facts constituting each defense have not been

al l eged, but in any event the defenses were neither tried nor raised
in the briefs. Accordingly, no further consideration will be given to
applicant’s putative affirmative defenses.
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The record includes the pleadings; the file of the
opposed application; and, as part of opposer’s case-in-chief, the
testinony, with exhibits, of Andrew J. Rosenbach, vice-president
for beverage products of opposer’s corporate parent, Canpbell
Soup Conpany.® As the rest of its case-in-chief, opposer has
submtted notices of reliance upon the followng: (a) certified
copies of its pleaded registration and four other registrations,

i nvol ving the marks and goods which are set forth bel ow, show ng
that the registrations are subsisting and owned by opposer:°®

(1) the mark "V8" and design, as
depi ct ed bel ow,

for a "conbination of eight vegetable
juices";’

(2) the mark "V8" and veget abl es desi gn,
as illustrated bel ow,

° The stipulation to take such deposition on August 27, 1997 is
approved.
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In accordance with Fed. R GCv. P. 15(b), which is nade applicable by
Tradenmark Rule 2.116(a), the pleadings are hereby deened to be anended
to include the four additional registrations relied upon by opposer.

" Reg. No. 354,003, issued on January 25, 1938, which sets forth dates
of first use of July 17, 1937; third renewal
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for "canned m xed vegetabl e juices which nmay
be served cold or used as a soup
preparation";®

(3) the mark "Vv8" for "vegetable
juices";? and

(4) the mark "V8 PI CANTE" and design, as
shown bel ow,

for "vegetable juice";™
(b) plain copies of a nunber of third-party registrations; (c)
applicant’s responses to certain of opposer’s interrogatories;

(d) various articles fromprinted publications of general

® Reg. No. 424,632, issued on Cctober 15, 1946, which sets forth dates
of first use of July 17, 1937 and disclai ns "THE REPRESENTATI ON OF THE
VEGETABLES"; second renewal .

° Reg. No. 1,285,492, issued on July 10, 1984, which sets forth dates
of first use of July 17, 1937; combined affidavit 888 and 15.

“ Reg. No. 1,846,906, issued on July 26, 1994, which sets forth dates
of first use of August 3, 1993 and disclaims "PICANTE". According to
the registration:

THE MARK "V8" APPEARS IN BLACK AND THE WORD "PICANTE"
APPEARS IN YELLOW ON A BACKGROUND DESIGN LINED FOR THE
COLORS PURPLE, YELLOW, ORANGE, GREEN AND PINK. THE
BACKGROUND DESIGN RESEMBLES A MEXICAN SERAPE.

' Opposer states that it relies upon such registrations "to show that
it is common for companies to register the same marks for bakery
products and for juices."
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circulation, including those "avail able on the Nexis dat abase,

12

and[/]or the Internet”; ™ and (e) applicant’s responses to certain
of opposer’s requests for adm ssion.

Applicant, as its case-in-chief, has submtted a notice
of reliance upon copies of several third-party registrations,®
but it did not take any testinony. Opposer, in rebuttal, has
presented the testinony, with exhibits, of Lucetta M MHugh, a
senior intellectual property specialist for the Canpbell Soup
Conmpany. Briefs have been filed, and an oral hearing, attended
only by counsel for opposer, was held.

Qpposer’s priority of use of the marks upon which it

relies is not in issue inasnmuch as the certified copies of the

regi strations therefor show that such are subsisting and owned by

' pposer indicates that "such materials are introduced to show
recognition of the V8 mark ... and the availability of information on
sal es and advertising and |ine extensions for the V8 product."

Al though the articles fromthe "NEXIS' database and all but one of
those fromthe Internet websites are sinply copies of articles which
have appeared in printed publications, and thus are plainly within the
purvi ew of Trademark Rule 2.122(e), which permts the introduction by
means of a notice of reliance of "[p]rinted publications, such as
books and periodicals, available to the general public in libraries or
of general circulation anong nenbers of the public,"” whether the rule
covers information which is available solely in electronic form
through the Internet, such as the article fromthe website of the
Anerican Heart Association, is questionable. In any event, inasnuch
as applicant, in its brief, has treated opposer’s evidence as formn ng
part of the record, the latter article is deened to be of record
pursuant to Trademark Rule 2.123(b), which provides in rel evant part
that "the facts in the case of any party nmay be stipulated.” However,
it is pointed out that to the extent which opposer seeks to rely upon
such articles for the truth of the statements therein and not sinply
for what they show on their face, the articles are inadm ssible as
hearsay and have not been considered for such purpose. See Fed. R
Evid. 801 and 802; and TBMP §708.

* Applicant maintains that such registrations "show that there are
many other registrations [for marks] comprising a constant [sic,
should be consonant] followed by a numeral and that some of these
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opposer. See King Candy Co. v. Eunice King's Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108, 110 (CCPA 1974). The record, in any
event, establishes that applicant has not commenced use of its
"GB" mark and that opposer has priority since it has used its
"V8" marks, including its "V8 PI CANTE" mark, prior to the filing
date of the opposed application, which is the earliest upon which
applicant can rely in this proceeding.” The only real issue to
be determ ned, therefore, is whether applicant’s "G8" mark, when
used in connection with bread, breakfast cereals, granol a-based
snack bars, nmuffins, cookies, wheat-based snack foods in bar form
and crackers, so resenbl es opposer’s various "V8" marks for
vegetabl e juices that confusion is likely as to the origin or
affiliation of the parties’ respective goods.

According to the record, opposer is a "wholly owned
I ndirect subsidiary"” of the Canpbell Soup Conpany, which is "a
Fortune 500 ... manufacturer of many food products” and the
actual user of the registered "V8" marks owned and nai ntai ned by
opposer. (MHugh dep. at 6-7.) The Canpbell Soup Conpany

presently markets three categories of beverages in the United

States: "the Canpbell tomato juice line; the V8 vegetable juice
line; and a new line of V8 Splash, whichis ... [a] fruit juice
bl end". (Rosenbach dep. at 6.) It also produces and sells

vari ous baked products, including its "Pepperidge Farm' brand of

registrations [are for goods which] are sold in stores that also carry
Opposer’ s vegetabl e juice products.”

" See, e.g., Lone Star Manufacturing Co., Inc. v. Bill Beasley, Inc.,
498 F.2d 906, 182 USPQ 368, 369 (CCPA 1974) and Col unmbi a Steel Tank
Co. v. Union Tank & Supply Co., 277 F.2d 192, 125 USPQ 406, 407 (CCPA
1960) .
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bread, crackers and cookies and its "CGol dfish" brand of crackers,
cooki es and snacks, and has done so for a nunber of years.

The "V8" line of beverages includes, in particular, the
original fornulation, consisting of a blend of eight different
veget abl e juices, which has been sold under the "V8" mark "for
approximately 50 years."” (ld. at 17.) Oher varieties of "V8"
vegetabl e juices are a "Lightly Tangy V8" blend, which "has been
available for a little under ten years," a "V8 Picante MId
Flavor™ variation, which has been offered for sale for "[a]bout
five years," a "V8 Healthy Request" version, which has been
avai | abl e for about three nonths and thus is the "newest offering
inthe V8 line," a "Spicy Hot V8" flavor, a "V8 Plus" vitamn
fortified version, and a "Low Sodi um V8" fornulation.™ (ld. at
18 and 19.)

"V8" brand products were extended in the Spring of 1997
to aline of fruit-carrot juice beverages, available in tropical
fruit, citrus fruit and strawberry-kiwi flavors, which are sold
under the "V8 Splash”" mark. Research projects concerning further
extensions of the "V8" brand to "a V8 vegetable cracker |ine"
and, as recently as about February 1995, "a snack pack that woul d
be a conbi nati on of Pepperidge Farm crackers with a V8 beverage
product" have al so been done. (Id. at 33.)

In addition, the Canpbell Soup Conpany does "a |lot" of

co-marketing of "V8" beverages with its other products, such as

“ As to the latter three varieties, M. Rosenbach testified that while
such are avail able, he did not know how |l ong they have been offered.
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"Col df i sh" crackers and "Canpbell’s" soups, and does co-brandi ng
W th products of other conpanies. As an exanple of the latter,
M. Rosenbach testified that:

In January [1997,] we did a major pronotion

with Kellogg' s joining our V8 brand with

their Conplete brand [bran] flakes cereal

line. This included freestanding inserts,

usi ng the back panel of their cereal, as well

as pronotions on our product to pronote the

two products.

(ld. at 34-35.)

According to M. Rosenbach, ""V8 is a very fanous mark
and one that is well recognized." (ld. at 23.) Independently
conduct ed market research in 1997, he noted, shows "nearly 100%
awar eness of the V8 brand in the United States.” (1d. at 31.)
M. Rosenbach al so indicated that he is not famliar with any
ot her product, sold through the supermarket, in which the brand
nanme consists of a single letter conbined with the nunber "8".

Currently, in terns of retail sales, "the "V8" brand
has about a 55% share of the vegetable juice category."” (ld. at
36.) Over the past five years, annual sales of "V8" products in
the United States have been "approximately $250 mllion." (ld.
at 37.) As far as M. Rosenbach is aware, there has not been any
time during the past 50 years in which "V8" products have not
been sold. Wth respect to their manner of use, the "V8" marks
appear on product |abels, shipping cases, shipping pallets and
poi nt-of -sale materials, such as shelf tal kers and display cards.

For at |east the past 20 years, the primary neans used

to by Canpbell Soup Conpany to advertise "V8" brand products has

been national television ads. One of its "nore noteworthy"
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tel evision advertising canpai gns featured the fanous "tag |ine
of, "Wow, | could have had a V8 ," while its "nost recent
advertising canpaign is focused on living life on all eight
cylinders with vV8." (Id. at 38.) Oher nethods utilized to
pronote "V8" products include radio, nmagazi ne, newspaper and in-
store advertising. |In particular, "V8" products have been

advertised in wonen’ s nmagazi nes such as Good Housekeeping, in

senior citizens’ magazi nes such as Mddern Maturity and in trade

publ i cations such as Progressive Gocer. For the past five

years, the advertising budget for the "V8" brand "has been
approximately $10 mllion per year." (ld. at 41.)

O the other pronotional vehicles used by Canpbel |l Soup
Conmpany to support the "V8" brand, including advertising on the
Internet at its webpage, "the nost popular” are "the Sunday
freestandi ng insert coupon prograns,” which are run in newspapers
fromfour to six tines a year at an annual cost of "approximately
$750,000". (ld. at 41-42.) Coupons are also distributed to
consuners using point-of-sale and direct mail advertising. 1In
addi ti on, Canpbell Soup Conpany does cooperative advertising for
its "V8" products, spending "approximately $20 mllion a year" to
provi de "ad slicks and suggested advertising layouts”. (ld. at
49.)

Wil e, according to M. Rosenbach, the trade channels
for "V8" products are "virtually any place that you can buy a
food and beverage product in the United States,"” he indicated
that "our primary distribution channel is supermarkets.” (1d. at

52.) Oher inportant trade channels "include club stores |ike
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Samis and Price Costco; convenience stores |ike 7-Eleven and
Wawa; mass nerchandi sers |ike K Mart and Target; drug stores |ike
Wal green’s and CVS; [and] mlitary bases and comm ssaries.” (ld.
at 52-53.) M. Rosenbach also testified that Canpbell Soup
Company sells "V8" products "through our food service channels,"”
whi ch "include everything from vendi ng nmachines to schools to
restaurants.” (ld. at 52.) As the list of outlets nmakes plain,
"V8" products are "bought and consunmed by a broad conposite of
t he popul ation fromyoung to old, across various inconme and
ethnic groups.” (ld. at 54.) The retail price of a "V8"
product, according to M. Rosenbach, is "nost likely in the range
of 50 cents to $3.50," dependi ng upon the package size. (ld. at
55.)
M. Rosenbach further noted that he is famliar wth
I nstances where a conpany uses the sanme mark in connection with
bot h beverages and baked goods, nam ng as exanpl es the house
mar ks " St arbucks" and "Dunkin’ Donuts". One of opposer’s notices
of reliance, for the nost part, |ikew se shows a nunber of third-
party registrations for house marks which, in each instance, are
regi stered for both beverages and baked goods. Several of such
registrations in fact cover vegetable juice or tomato juice, on
t he one hand, and bread, rolls and/or cookies, on the other.
Finally, the record shows that Canpbell Soup Conpany
has actively policed opposer’s "V8" marks and the adverti sing
sl ogan, "Ww, | could have had a V8". In particular, a third
party was allowed to register the mark "B8" for "birdseed," but

only after it entered into a settlenent agreenent w th opposer

10
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and Canpbel |l Soup Company whi ch prohibited use of such mark for
any food or beverage for human consunption. As a result, in
part, of such enforcenent efforts, Ms. MHugh expressed the
opinion that the "V8" mark "has built up quite a large foll ow ng
of consuners and it is well recognized throughout the country."
(McHugh dep. at 17.)

The only information of record concerning applicant and
Its activities is contained in applicant’s responses to certain
of opposer’s discovery requests. The responses indicate that
whil e applicant intends to use the "G3" mark for "cereal, energy
bars, and bread” and to sell its "G8" products "[njostly [in]
super mar ket s and whol esal e food clubs," applicant has yet to use
such mark in the United States in connection with any food
product. (Responses to Interrogatory Nos. 1 and 10.) 1In this
regard, applicant has not made any advertising expenditures,
budget ed any funds for introducing any products, set any sales
proj ections, conducted any consuner surveys, hired any
advertising agencies or engaged any public relations firns to
pronote its contenplated "G" brand products.

In addition, applicant admts that, at the time the
I nvol ved application was filed, applicant was aware of opposer’s
use of the "V8" mark in connection with vegetable juices and
that, prior to such filing, a trademark investigation was
conducted. Applicant further admts that the "V8" mark has no
descriptive significance as applied to vegetable juices and that,
simlarly, its "G&" mark has no descriptive significance as

applied to any of the products specified in the invol ved

11
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application, although it does suggest that applicant’s products
contain eight types of grains. Applicant also admts that its
intends to sell its "G8" brand goods to the general public

t hrough such retail outlets for food products as grocery stores,
conveni ence stores, general nerchandi se stores and di scount
shoppi ng cl ubs.

Al t hough applicant introduced copies of five third-
party registrations, including a registration for the mark "B8"
for "birdseed,” none is for goods which are even arguably rel ated
to vegetable juice products.” Furthernore, applicant indicated
that it is not aware of any third-party use of a mark consisting
of a single consonant followed by the nunber "8" for food or
bever age products.

Turning to the issue of |ikelihood of confusion, we
find upon consideration of the pertinent factors set forth in In
re E. 1. du Pont de Nenoburs & Co., 476 F.2d 1357, 177 USPQ 563,
567 (CCPA 1973), that confusion as to source or affiliation is
likely to occur. To begin with, we agree with opposer that, as
indicated in its initial brief, the simlarities in sound and
appear ance between several of its "V8" marks and applicant’s "G3"
mark "are self-evident." Qpposer, in particular, accurately
points out in this regard that:

Each mark is conposed of two syllables. The
syl | abl es of each mark are conposed of a

' The other registrations pertain to the marks "B8" for stapling

machi nes, "V6" and design for nedicated and non-nedi cated chewi ng gum
"V8" and design for thernoneters, and a highly stylized "D8" for
digital magnetic recorders and/or players for digital data, unrecorded
magnetic tapes and fl oppy discs.

12
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single capital letter, followed by the nunber

"8". Each capital letter incorporates the

|l ong "E" vowel sound. Neither mark uses

punctuation to separate the single capital

letter fromthe nuneral. The second syll able

of each mark is the nunber "8" and is

therefore identical, both when seen and when

spoken.
In conparison with applicant’s "G&" mark, the sane observations
are likewi se true with respect to the "V8" elenent in both
opposer’s "V8" and vegetabl es design mark and its "V8 Pl CANTE"
mar k, given the prom nence in which such elenent is displayed in
those nmarks and the descriptiveness of the term"Pl CANTE"

Furthernore, in terns of connotation and overal
comerci al inpression, opposer’s "V8" nmarks and applicant’s "G8"
mark are substantially simlar inasnmuch as the letter "V," as
opposer notes in its initial brief, "suggests an el enent of the
product (vegetables),” while the letter "G " as applicant has
adm tted, suggests the presence of grain-based products. In each
of the marks, noreover, the numeral "8" refers to the nunber of
di fferent kinds of vegetable juices or types of grains
respectively present in the parties’ goods. In viewthereof, and
in light of the appreciable simlarities in sound and appear ance
whi ch have previously been nentioned, the respective marks
engender substantially the sanme overall commercial inpression
when considered in their entireties. Consequently, if such marks
were to be used in connection with the sane or closely rel ated

food products, confusion as to the source or sponsorship thereof

woul d be likely to occur.

13
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The record, in addition, is sufficient to establish
t hat opposer’s "V8" mark is a fanmous mark for vegetable juices.
As opposer, quoting from Kenner Parker Toys Inc. v. Rose Art
I ndustries Inc., 963 F.2d 350, 22 USPQRd 1453, 1456 (Fed. Gr
1992), cert. denied, 506 U S. 862, 113 S.Ct. 181 (1992), stresses
inits initial brief:

Where the prior mark is ... fanous, the

mark’ s renown becones the primary du Pont

factor in the likelihood of confusion

assessnent: "The [...] fanme of the prior

mark [...] plays a dom nant role in cases

featuring a famous or strong mark. Fanmous or

strong marks enjoy a w de |atitude of | egal

protection.”
Here, the record shows, opposer’s "V8" mark has been continuously
used in connection with vegetable juices for at |east 50 years;
there is nearly 100% awar eness of such brand anpbng consuners in
the United States; the mark has been actively policed; and there
is no other product sold through supermarkets in which the brand
nane thereof consists of a single letter conbined with the nunber
"8". Mdreover, the "V8" brand, in terns of retail sales, is
currently the top seller in its product category, comrmandi ng
about a 55% share of the vegetable juice market. Annual sal es of
"V8" brand products in the United States, over the past five
years, have anounted, furthernore, to approxinmately $250 mllion
and advertising expenditures therefor, at a rate of about $10
mllion yearly, have totaled in the nei ghborhood of $50 mllion
during the sanme period. "V8" brand products, in addition to

principally being nationally advertised on television with such

not ewort hy ad canpai gns as the one featuring the tag |ine of

14
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"Ww, | could have had a V8," have been pronoted through radio,
magazi ne, newspaper, in-store and direct-mail advertising. In
vi ew t hereof, and inasnmuch as "V8" brand vegetable juices are
avai l abl e virtually anywhere that food and beverage products are
sold, there is no doubt that such mark is famous for vegetable
juices and therefore nerits a wide |atitude of protection from
imtators.. See, e.g., Gllette Canada Inc. v. Ranir Corp., 23
USPQd 1768, 1774 (TTAB 1992).

G ven the substantial simlarities, as previously
noted, in the parties’ marks and the | ong-standing public
recogni tion and fane of opposer’s "V8" marks for vegetable
juices, confusion is likely to occur inasnuch applicant’s "G8"
goods woul d be considered by ordinary consuners to be closely
related to the vegetable juice products sold under opposer’s "V8"
marks. Wiile applicant argues in its brief that "[s]taple foods
such as bakery products are vastly different than |ight beverages
such as juices," the record denonstrates that not only are the
respective products sold or offered for sale to the general
public in the sanme channels of trade, including supermarkets,
grocery stores, conveni ence stores, nmass nerchandi sers and
di scount shopping clubs, but at |east several third parties have,
I n each instance, adopted and registered the sane mark for baked
Items, such as bread, rolls and/or cookies, as well as for
vegetabl e or tomato juices. Although such registrations are
adm ttedly not evidence that the marks shown therein are in use
or that consuners are famliar with them they neverthel ess have

sone probative value to the extent that they serve to suggest

15
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that the goods |listed therein are of a kind which my emanate
froma single source. See, e.g., Inre Albert Trostel & Sons
Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993) and In re Micky Duck
Mustard Co. Inc., 6 USPQ2d 1467, 1470 (TTAB 1988) at n. 6.

Mor eover, not only does opposer’s parent, Canpbell Soup
Conmpany, nake and sell, al beit under other marks, such baked
products as bread, crackers, cookies and snacks in addition to
the vegetable juice products which it markets under opposer’s
"V8" marks, but it has done considerabl e co-nmarketing of "V8"
beverages wth, for exanple, its "CGoldfish" crackers as well as
co- brandi ng of such beverages wi th products of other conpanies,
including a recent pronotion with Kellogg s "Conpl ete" bran
fl akes cereal. Furthernore, to state the obvious, vegetable
juices, like other beverages, are conplenentary food products to
applicant’s bread, breakfast cereals, granol a-based snack bars,
muf fi ns, cookies, wheat-based snack foods in bar form and
crackers due to the fact that they are often consuned together at
t he same nmeal or as a snack

Consuners, therefore, would clearly regard the parties’
goods as closely related products. In view thereof, and given
the often hurried environment in which shopping occurs and the
rel atively inexpensive nature of the parties’ goods, ordinary
purchasers coul d reasonably believe that applicant’s bread,
breakfast cereals, grain-based snack bars, muffins, cookies and
crackers, if sold under the "G&" mark, ermanate fromor are
sponsored by the sane source which nmarkets the vegetable juices

sol d under opposer’s fanous "V8" marks. Indeed, even if

16



Opposition No. 105, 165

consuners were to notice the differences in the respective marks,
they would still be justified in assum ng, as would be |ikely,
that the producer of "V8" vegetable juice products had expanded
Its offerings to a new but closely related "G3" |ine of baked
products, especially since there is no evidence in this record of
any third-party use for food products of marks which consist of a
consonant and the nuneral "8". The fanme of the "V8" mark for
veget abl e juices would serve, in particular, to magnify the
substantial overall simlarities in sound, appearance,
connot ati on and commerci al inpression between such mark and
applicant’s "G3" mark. See Kenner Parker Toys Inc. v. Rose Art

I ndustries Inc., supra at 1458.

Accordingly, we conclude that consuners who are
famliar wth opposer’s "V8" marks for vegetable juices would be
likely to believe, upon encountering applicant’s substantially
simlar "G" mark for bread, breakfast cereals, granol a-based
snack bars, nmuffins, cookies, wheat-based snack foods in bar form
and crackers, that such closely rel ated goods enmanate from or
are otherw se sponsored by or affiliated with, the sane source.

Deci sion: The opposition is sustained and registration

to applicant is refused.

R F. G ssel

G D. Hohein

C. E wilters
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Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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